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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)0 Responsive to comnnunication(s) filed on . 

2a)n This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) 13 Claim(s) 1^6 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) M Claim(s) 1-6 Is/are rejected. 
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Application Papers 
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1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonri PTO-152. 
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Specification 

Claims 1 and 1-5 are objected to because of the following informalities: The numbering of claims 
is not in accordance with 37 CFR 1. 126 which requires the original numbering of the claims to be 
preserved throughout the prosecution. When claims are canceled, the remaining claims must not be 
renumbered When new claims are presented, they must be nunibered consecutively beginning with the 
number next following the highest numbered claims previously presented (whether entered or not). 

Misnumbered clainfis 1 and 1-5 been renumbered 1-6. This application was filed with two claims 
numbered claim 1. Therefore, the claims have been renumbered from 1 to 6. It is not clear which claim 1 
original claims 2-5 were intended to depend from Claims 2-5, now claims 3-6, have been treated as being 
dependent from either claim 1 or claim 2 (filed as claim 1). 

Appropriate correction is required 

Claim Rejections - 35 USC§112 
The following is a quotation of the second paragraph of 35 U.S.C 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-6 are rejected under 35 U.S.C 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which appUcant regards as the invention. It is 
not clear what is meant by the phrase "curable materials incorporating nanotechnology". The use of the 
abbreviation "UV" renders the claim indefinite. There is no antecedent basis in claim 1 for the acrylate 
monomers recited in claim 3, the photoinitiator recited in claim 4 or for the aliphatic urethane recited in 
claim 6, 

Claim 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite in that it fails to 
point out what is included or excluded by the claim language. This claim is an omnibus type claim. The 
kinds of "UV curable materials" are not specified. The phrase "incorporating nanotechnology" fails to set 
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forth any specific kind of nanotechnology or method for "incorporating" nanotechnology. The recitation 
"nanotechnology" includes an entire broad field of technology. 

Claim Rejections - 35 VSC§102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the inventioii was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the IMted States. 

Claims 1, 2, and 5 are rq'ected under 35 U.S.C 102(b) as being anticipated by Das et al 
(4,522,958), Das et al disclose UV curable con^jositions conprising microparticles ranging in size fi-om 1 
to about 150 nanometers for coating substrates such as fiberglass. See the Abstract, column 2, lines 55-58, 
colimm 7 and column 1 1, lines 15-26, and lines 48-55. 

Claims 1, 2, and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by Das et al 
(4,526,910). Das et al disclose UV cirrable compositions con?)rising microparticles ranging in size fi-om 1 
to about 150 nanometers for coating substrates such as fiberglass. See the Abstract, column 2, lines 44-47, 
column 7, column 10, lines 42-53, column 13, lines 42-53, and column 1 1, lines 7-14. 

Claims 1, 2, and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by Das et al 
(4,652,470). Das et al disclose UV curable conpositions comprising microparticles ranging in size fi-om 1 
to about 150 nanometers for coating substrates such as fiberglass. See the Abstract, column 2, lines 64-67, 
column 8 and column 15, lines 9-17. 
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Claims 1-3, 5 and 6 are rqected under 35 U.S.C. 102(b) as being anticipated by MacQueen et al 
(6,399,670). MacQueen et al teach conpositions conprising texture-producing particles having sizes 
from 1 to 100 nm Compositions con5)rising urethane acrylates and alkoxylated acrylate monomers are 
taught in colimms 8-9. See Tables 1 and 9. 

Claims 1, 3 and 6 are rqected under 35 U.S.C. 102(b) as being anticipated by trade literature for 
'"NANOCRYL -Nanosilica Reinforced (Meth)- Acrylates". The trade literature discloses compositions 
conprising NANOCRYL products, acrylate monomers and aliphatic urethane acrylates for radiation 
curing. 

Claims 1, 3, 4 and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by Wu et al 
(6,467,897). Wu et al disclose compositions containing nanometer sized inorganic oxide particles in 
amoxmts from 15-40 wt. % (colimms 7-10). Acrylate monomers are taught in column 17 and urethane 
(meth)acrylates are taught in column 21, line 45, to coliman 22, Hne 4. Photoinitiators are taught in 
column 24, lines 34-54, and in colunrn 29, lines 49-54. See the Exanples. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which fonns the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-6 are rejected imder 35 U.S.C. 103(a) as being uiq)atentable over MacQueen et al. 
MacQueen et al disclose corr^ositions, as discussed above, con^rising photoinitiators and teach that 
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preferred free radical photoinitiators are acyl phosphine oxides andbezophenone derivatives (column 6, 
lines 6-22). It would have been obvious to one skilled in the art at the time of the invention to employ 1- 
hydroxyxyxlohexyl phenyl ketone or 2-hydrxoy-2-methyH-phenyl-propanone as photoinitiators in the 
coirpositions disclosed by MacQueen et al because these photoinitiators are known benzophenone 
derivatives. One of ordinary skill in the art at the time of the invention would have been motivated by a 
reasonable expectation of successfully providing con^ositions curable by ultraviolet energy in the 
presence of the specified photoinitiators. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicants disclosure. 
Rohrbaugh et al [US 2002/0028288] discloses coating con5)ositions con5)rising a nanoparticle system, 
but do not mention ultraviolet radiation curable compositions. 

Any inquiry concerning this communication or earlier commxmications from the examiner should 
be directed to Susan W. Berman whose telephone number is 571 272 1067. The examiner can normally 
be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's supervisor, James 
Seidleck can be reached on 571 272 1078. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for uiq)ublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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